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DETAILED ACTION 
Declaration of Prior Invention Under 37 C.F.R. 1.131 
The Declaration of Prior Invention filed on 5/22/2007 under 37 CFR 1.131 is 
sufficient to overcome the Berndt reference. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 3-4, 8, 10, 17-18 and 21-22 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Weller (Pub. # 20020080959). 

Regarding claim 1 , Weller (Pub. # 20020080959) discloses a method for 
enabling features of a printing device (printing the document with an authentication 
mark, See Page 3, Paragraph 0023). This includes requiring authorization of a user 
before enabling at least one feature of the printing device (determining if it includes 
predetermined authentication information, See Page 2, Paragraph 0016), receiving 
information to be printed such that the printing device is enabled to print the information 
without the one feature of the printing device being enabled (if it does not include the 
predetermined authentication information, the printer outputs the document as a regular 
printed document, See Page 2, Paragraph 0018), receiving authorization information of 
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the user for use of at least one feature of the printing device (the predetermined 
authentication information is received to be identified by the authenticity verifier prior to 
outputting the document, See Page 2, Paragraph 0019), so that if the user is authorized 
to use the feature, enabling information is retrieved for the one feature of the printing 
device (if the authenticity verifier verifies the predetermined authentication information 
on the print document, the selected authentication mark is used by the printer, See 
Page 2, Paragraph 0017), and enabling at least one feature of the printing device so 
that the information is printed using at least one feature (the selected authentication 
mark is incorporated into the printed document by the printer to be outputted, See Page 
2, Paragraph 0017). 

Regarding claim 3, Weller (Pub. # 20020080959) discloses providing a user 
authorization tag that includes the authorization information of the user (providing a 
source document signature for verifying the electronic document, See Page 2, 
Paragraph 0021) so that the authorization information is received when the tag is in a 
proximity of the printing device (the electronic'document is received by the printer over a 
communication link, See Page 2-3, Paragraph 0022). 

Regarding claim 4, Weller (Pub. # 20020080959) discloses determining whether 
the authorization information of the user is being received (the authenticity verifier within 
the printer verifies the appended signature, See Page 2-3, Paragraph 002) so that 
printing is discontinued using at least the one feature if the authorization information of 
the user is not being received (if the predetermined authorization information is not 
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confirmed, the printer does not output the document and transmits an error to the user, 
See Page 3, Paragraph 0024). 

Regarding claim 8, Weller (Pub. # 20020080959) discloses that the enabling 
information for at least one feature is stored by the printing device (stored in the printer 
memory, See Page 3, Paragraph 0025). 

Regarding claim 10, Weller (Pub. # 20020080959) discloses a print system (See 
Figure 1) with a printing device configured to receive information to be printed (the 
printer receives an electronic print document to be outputted, See Page 1-2, Paragraph 
0014). The print system also has a feature-enabling system communicated with the 
printing device (authenticity verifier, See Figure 1, Element 36) that requires 
authorization of a user before enabling at least one feature of the printing device 
(determining if it includes predetermined authentication information, See Page 2, 
Paragraph 0016), enable the printing device to print the information without at least one 
feature of the printing device being enabled (if it does not include the predetermined 
authentication information, the printer outputs the document as a regular printed 
document, See Page 2, Paragraph 0018), receive authorization information of the user 
to use at least one feature of the printing device (the predetermined authentication 
information is received to be identified by the authenticity verifier prior to outputting the 
document, See Page 2, Paragraph 0019), if the user is authorized to use at least one 
feature, retrieve information adapted to enable the feature of the printing device (if the 
authenticity verifier verifies the predetermined authentication information on the print 
document, the selected authentication mark is used by the printer, See Page 2, 
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Paragraph 0017), and enable at least one feature of the printing device so that the 
information is printed using at least one feature (the selected authentication mark is 
incorporated into the printed document by the printer to be outputted, See Page 2, 
Paragraph 0017). 

Regarding claim 17, Weller (Pub. # 20020080959) discloses that at least one 
feature includes a digital signature (the authentication mark includes a signature, See 
Page 3, Paragraph 0023, such as a digital signature, See Page 2, Paragraph 0020). 

Regarding claims 18 and 21-22, the rationale provided in the rejection of claims 
1, 4 and 17 is incorporated herein. In addition, the method of claims 1 and 4 
corresponds to the computer readable medium of claims 18 and 21 (additionally Weller 
(Pub. # 20020080959) discloses a computer readable medium used with a printing 
device, See Figure 1 , Element 39) as well as the print system of claim 17 corresponds 
to the method of claim 22 and performs the steps disclosed herein. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5-7 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Weller (Pub. # 20020080959) in view of Mazzagatte ('583). 
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Regarding claim 5, Weller (Pub. # 20020080959) discloses accessing and 
retrieving the enabling information within the printing device (within the printer memory, 
See Page 3, Paragraph 0025). 

Weller (Pub. # 20020080959) does not disclose accessing and retrieving the 
enabling information, for at least one feature, from a storage medium outside the 
printing device. 

Mazzagatte ('583) discloses retrieving the enabling information for at least one 
feature (See Col. 9, Line 25-34). This includes accessing a storage medium to the 
printing device for obtaining the identification information such as over the internet (See 
Col. 8, Line 37-40). The information is then retrieved, or downloaded, from the storage 
medium and adapted to enable the first feature of the printing device, which is submitted 
with the print job (See Col. 8, Line 40-42). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to include a storage medium, such as the one disclosed by 
Mazzagatte ('583) and incorporate it into the printing device of Weller (Pub. # 
20020080959) because by having an additional storage medium outside the printing 
device, it is able to be used for backup storage if the internal storage malfunctions or 
crashes. 

Regarding claim 6, Weller (Pub. # 20020080959) does not disclose that the 
storage medium is a Web site. 

Mazzagatte ('583) discloses the storage medium is a web site, which is over the 
internet, to download the information to the computer (See Col. 8, Line 37-42). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to have the storage medium in a Web site, such as the 
internet as disclosed by Mazzagatte ('583) and incorporate it into the printing device of 
Weller (Pub. # 20020080959) because the information is able to be downloaded to the 
computer from the internet and submitted with the print job (See Mazzagatte, Col. 8, 
Line 40-42). 

Regarding claim 7, Weller (Pub. # 20020080959) does not disclose providing the 
storage medium. 

Mazzagatte ('583) discloses the internet provides a storage medium, thus 
allowing the user to download the information to the computer and submit with the print 
job (See Col. 8, Line 37-42). 

It would have been obvious to one of ordinary skill in the art at the'time of the 
invention by the applicant to provide the storage medium within a Web site, such as the 
internet as disclosed by Mazzagatte ('583) and incorporate it into the printing device of 
Weller (Pub. # 20020080959) because the information is able to be downloaded to the 
computer from the internet and submitted with the print job (See Mazzagatte, Col. 8, 
Line 40-42). 

Regarding claim 19, Weller (Pub. # 20020080959) does not disclose logic to 
access a Web site and retrieve the information in order to enable at least one feature 
from a Web site. 
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Mazzagatte ('583) discloses a logic configured to access a Web site, such as 
over the internet, and retrieve, or download, the information (See Col. 8, Line 37-42) to 
enable the first feature from the site (See Col. 9, Line 31-34). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to access the Web site and retrieve the information to enable 
at least one feature, such as disclosed by Mazzagatte ('583) and incorporate it into the 
printing device of Weller (Pub. # 20020080959) because the information is able to be 
retrieved and downloaded to the computer from the internet and submitted with the print 
job to enable the feature (See Mazzagatte, Col. 8, Line 40-42). 

Claim 9 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Weller (Pub. # 20020080959) in view of Bolash ('041). 

Regarding claim 9, Weller (Pub. # 20020080959) does not disclose receiving 
identification information corresponding to a print cartridge of the printing device, 
determine if it is associated with the printing device, and if not, notifying the user. 

Bolash ('041) discloses receiving identification information corresponding to a 
print cartridge of the printing device and determines whether the identification 
information corresponding to the print cartridge is associated with the printing device, 
such as determining if the appropriate type of print cartridge is installed (See Col. 4, 
Line 32-36). If this information does not correspond to the print cartridge of the printing 
device, an error message is displayed to notify the user the print cartridge is not 
associated with the printing device (See Col. 4, Line 43-47). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to have information relating to a print cartridge for a printing 
device, such as the one disclosed by Bolash ( f 041) and incorporate it into Weller (Pub. # 
20020080959) because whenever a user is authorized to print using the selected 
printer, if an error, such as incorrectly installing the wrong cartridge, occurred, the user 
is notified to make the proper changes to be able to print out the document. 

Regarding claim 20, the rationale provided in the rejection of claim 9 is 
incorporated herein. In addition, the method of claim 9 corresponds to the computer 
readable medium of claim 20 (See Figure 1, Element 39) and performs the steps 
disclosed. 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Weller 
(Pub. # 20020080959) in view of Herbert C528). 

Regarding claim 16, Weller (Pub. # 20020080959) discloses a print system (See 
Figure 1) with a printing device having a print cartridge, which contains a print 
. substance such as ink to print onto a print medium (an ink jet printer, See Page 2-3, 
Paragraph 0014). 

Weller (Pub. # 20020080959) does not disclose a printing device including an 
identification reader and a readable identification tag that is in the print cartridge to 
provide identification information as well as an identification reader to receive the 
identification information from the identification tag so if it corresponds to the printing 
device, the reader enables the printing device to print. 
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Herbert ('505) discloses a printing device for using an identification tag, or a 
smart device (See Figure 1), on a cartridge (See Figure 2) to communicate with a 
sensor port (See Figure 1 , Element 30) connected to the identification reader, or a 
microprocessor (See Figure 1, Element 10)^ The identification reader, or 
microprocessor, receives the first information, or data, from the identification tag, or the 
smart device, and if this data corresponds to the correctly and recognized by the 
microprocessor, it enables the printing device to print (See Col. 4, Line 9-14). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to have the an identification tag on a cartridge disclosed by 
Herbert ('505) and incorporate it into the print system of Weller (Pub. # 20020080959) 
because this ensures the print cartridges are correctly associated with the authorized 
user. 

Claims 11-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Weller (Pub. # 20020080959) in view of Herbert ('528) as applied to claim 16, and 
further in view of Mazzagatte ('583). 

Regarding claim 1 1 , Weller (Pub. # 20020080959) does not disclose the 
identification reader includes a receiver to receive authorization information of a user 
using a wireless communication. 

Mazzagatte ('583) discloses a print system having an identification reader that 
includes a receiver (a smart-card reader, See Figure 1, Element 15), which receives 
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authorization information of the user using a wireless communication (inserting the 
smart card into the smart card reader, See Col. 8, Line 30-37). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to have included the wireless receiver, such as the one 
disclosed by Mazzagatte ('583), and incorporate it into the print system of Weller (Pub. 

# 20020080959) because it allows a user the ability to not have to enter or submit 
anything with the electronic document to be authorized and instead use an identification 
card to verify and authorize the user. 

Regarding claim 12, Weller (Pub. # 20020080959) does not disclose receiving 
the information using a wireless communication. 

Mazzagatte ( l 583) discloses a print system having an identification reader that, 
includes a means for receiving the information using a wireless communication, such as 
inserting the smart-card into the smart-card reader (See Col. 9, Line 52-55). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to have means for receiving data wirelessly, such as the one 
disclosed by Mazzagatte ('583), and incorporate it into the print system of Weller (Pub. 

# 20020080959) because it allows a user the ability to not have to enter or submit 
anything with the electronic document to be authorized and instead use an identification 
card to verify and authorize the user. 

Regarding claim 13, Weller (Pub. # 20020080959) does not disclose a user 
authorization tag, which includes memory that relates to the authorization of the user, to 
communicate with the identification reader via a wireless communication. 
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Mazzagatte ('583) discloses a print system having a user authorization tag, or a 
unique identification information contained on a smart-card, used to communicate with 
the identification reader, such as a smart-card reader (See Col. 9, Line 52-55). When 
obtained, the user authorization tag has the information stored in a memory located 
within the smart-card in digital form which is supplied to the computer through the 
smart-card interface (See Col. 9, Line 46-55). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to have a user authorization tag, such as the one disclosed by 
Mazzagatte ('583), and incorporate it into the print system of Weller (Pub. # 
20020080959) because it allows a user the ability to not have to enter or submit 
anything with the electronic document to be authorized and instead have the 
identification information stored on the card verify and authorize the user. 

Regarding claim 14, Weller (Pub. # 20020080959) does not disclose having the 
user authorization tag configured to retrieve the information in order to enable at least 
one feature of the printing device. 

Mazzagatte ('583) discloses a print system with a user authorization tag, or 
unique identification information, that includes data for the feature-enabling system, or 
smart-card reader, to retrieve the information (See Col. 9, Line 52-55) and enable the 
first feature of the printing device (See Col. 9, Line 31-34). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to have a user authorization tag to enable the first feature of 
the printing device, such as the one disclosed by Mazzagatte 0583), and incorporate it 
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into the print system of Weller (Pub. # 20020080959) because it allows a user the ability 
to not have to physically enter or submit anything with the electronic document to 
authorize the user prior to printing and instead have the identification information stored 
on the card verify the identity of the user. 

Regarding claim 15, Weller (Pub. # 20020080959) does not disclose having the 
user authorization tag include a uniform resources locator relating to the information in 
order to enable at least one feature of the printing device. 

Mazzagatte ('583) discloses a print system where the user authorization tag, or a 
unique identification information, includes a uniform resources locator, such as an 
internet site, corresponding to the information to submit with the print job (See Col. 8, 
Line 37-42) and enable at least one feature of the printing device (See Col. 9, Line 31- 
34). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention by the applicant to have included a URL within the user authorization tag, 
such as the one disclosed by Mazzagatte ('583) and incorporate it into the print system 
of Weller (Pub. # 20020080959) because a URL, such as a database, is able to store 
the user information and retrieve the user authorization so it is processed more quickly. 

Response to Arguments 

Based on the Declaration of Prior Invention under 37 CFR 1.131, it is sufficient to 
overcome the Berndt reference. Thus, the prior art of Weller is used to meet the 
claimed limitations as disclosed in the rejection above. 

Based on these facts, this action is made NON-FINAL. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vincent M. Rudolph whose telephone number is (571) 
272-8243. The examiner can normally be reached on Monday through Friday 8 A.M. - 
4:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Aung Moe can be reached on (571) 272-7314. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Vincent M. Rudolph 

Examiner 

Art Unit 2625 




